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DETAILED ACTION 

1 . Claims 1 -23 are pending. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

3. Claims 1-4 and 13-16 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Marisetty et al., (Marisetty), U.S. Patent No. 6,754,828. 

As per claim 1, Marisetty discloses an apparatus for updating a firmware, (col. 
1:43-45, "A novel processor architecture and algorithms are provided which improve 
non-volatile memory binary code (i.e. firmware) updates"), comprising: 
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- a first firmware storage device to store the firmware (col. 1:13-14, "the boot 
code (i.e. firmware) that is contained in the non-volatile read only memory (ROM)"), 

- a computing unit to perform an update process, a program used by the 
computing unit to perform the update process (col. 1:43-45, "A novel processor 
architecture and algorithms are provided which improve non-volatile memory binary 
code (i.e. firmware) updates"), 

- a second firmware storage device to temporarily store at least a portion of 
the firmware received from the first firmware storage device (col. 2:55-57, The 
non-volatile memory includes a FLASH memory, an electrically erasable and 
programmable read only memory (EEPROM), or any other suitable non-volatile 
memory"), 

wherein the computer unit utilizes the program to: 

a) read out at least a portion of the firmware from the first firmware storage 
device to the second firmware storage device (col. 2:63-65, "(There are) different 
components of the firmware, each of which can come from (i.e. be read out from) 
different sources or owners to be finally merged together as a firmware"), 

b) update the firmware by adding the firmware update to the portion of the 
firmware contained in the second firmware storage device so as to modify the 
firmware (col. 2:63-65, "(There are) different components of the firmware, each of 
which can come from (i.e. be read out from) different sources or owners to be finally 
merged together as a (modified) firmware (update)"), 
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c) write the modified firmware from the second firmware storage device 
back into the first storage device, (col. 2:63-65, "(There are) different components of 
the firmware, each of which can come from (i.e. be read out from) different sources or 
owners to be finally merged together as a (modified) firmware (update and is written to 
the first storage drive)"). 

As per claim 2, the rejection of claim 1 is incorporated and further, Marisetty 
discloses that the first firmware storage device comprises a writeable non-volatile 
memory (col. 1:13-14, "the boot code (i.e. firmware) that is contained in the non-volatile 
read only memory (ROM)"). 

As per claim 3, the rejection of claim 1 is incorporated and further, Marisetty 
discloses that the second firmware storage device comprises at least one of a hard 
disk, a floppy disk, a random access memory, a magnetic tape, a magnetic 
storage device, and an optical disk (Fig. 1, item 104, "disk drive", and associated text, 
e.g. col. 2:23-43). 

As per claim 4, the rejection of claim 1 is incorporated and further, Marisetty 
discloses that the computing unit comprises at least one of a microprocessor, a 
digital signal processor, a distributed processor network, a processor connected 
through the Internet (Fig. 1, item 100, and associated text, e.g. col. 2:23-43). 
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As per claim 13, this is a method version of the claimed apparatus discussed 
above, in claim 1, wherein all claimed limitations have also been addressed and/or cited 
as set forth above. For example, see Marisetty's algorithm for non-volatile memory 
updates (col. 1:43-64). 

As per claim 14, the rejection of claim 13 is incorporated and further, Marisetty 
discloses that merging at least a portion of the first firmware with a second firmware to 
form an updated firmware comprises: locating a final element of code within the first 
firmware, storing a portion of the second firmware within the first of firmware to 
form an updated firmware (col. 3:15-17, "(the system) allows the flexibility of 
positioning a firmware component at any convenient place in the non-volatile memory"). 

As per claim 15, the rejection of claim 13 is incorporated and further, Marisetty 
discloses that locating a feature table within the firmware, wherein said feature 
table lists the addresses and functions of code within the firmware, adding an 
address and function corresponding to at least one feature from the second 
firmware to the function table (col. 3:4-7, "The FIT (firmware interface table, i.e. a 
feature table) provides information about each firmware component in the non-volatile 
memory, such as location of the component within the non-volatile memory, length of 
the component, checksum, version number, etc."). 
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As per claim 16, the rejection of claim 15 is incorporated and further, Marisetty 
discloses that the first firmware comprises a basic input/output system (BIOS) (col. 
1:49, "BIOS"). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 5-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Marisetty et al., (Marisetty), U.S. Patent No. 6,754,828 in view of Edelman, U.S. Patent 
Publication No. 2002/0029347. 

As per claim 5, the rejection of claim 1 is incorporated, and further Marisetty 
doesn't explicitly disclose that the modified firmware includes a portion that 
comprises code that determines if the feature has expired. 

However, Edelman, in an analogous environment, discloses that the modified 
firmware includes a portion that comprises code that determines if the feature 
has expired (ft 35:1-2, "The license data may include a software license expiration 
date"). 
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Therefore, it would have been obvious to a person of ordinary skill in the art, at 
the time the invention was made, to incorporate the teachings of Edelman into the 
system of Marisetty to have the modified firmware include a portion that comprises 
code that determines if the feature has expired. The modification would have been 
obvious because one of ordinary skill in the art would have wanted to prevent 
unauthorized access to the software. (Edelman, j| 2:1-3). 

As per claim 6, the rejection of claim 5 is incorporated, and further Marisetty 
doesn't explicitly disclose that the code causes the computing unit to: 

- provide for a limited time availability for at least a portion of the updated 
firmware 

- determine a present time 

- determine the availability of at least a portion of the updated firmware by 
comparing the present time to the limited time availability 

- terminate availability of at least a portion of the updated firmware when 
the present time is greater than the limited time availability . 

However, Edelman, in an analogous environment, discloses that the code 
causes the computing unit to: 

- provide for a limited time availability for at least a portion of the updated 
firmware (% 35:1-2, "The license data may include a software license expiration date"). 

- determine a present time (% 1 12:3, "system clock"), 
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- determine the availability of at least a portion of the updated firmware by 
comparing the present time to the limited time availability {% 33:1-3, "The license 
data may include a licensing medium expiration date determined by a configurable time 
period during which the licensing medium is valid"), 

- terminate availability of at least a portion of the updated firmware when 
the present time is greater than the limited time availability (1J. 36:5-7, "The license 
data is used to determine whether to allow access to the electronic data"). 

Therefore, it would have been obvious to a person of ordinary skill in the art, at 
the time the invention was made, to incorporate the teachings of Edelman into the 
system of Marisetty to have the code cause the computing unit to: 

- provide for a limited time availability for at least a portion of the updated 
firmware 

- determine a present time 

- determine the availability of at least a portion of the updated firmware by 
comparing the present time to the limited time availability 

- terminate availability of at least a portion of the updated firmware when the 
present time is greater than the limited time availability. The modification would 
have been obvious because one of ordinary skill in the art would have wanted to 
prevent unauthorized access to the software. (Edelman, U 2:1-3). 
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As per claim 7, the rejection of claim 6 is incorporated, and further Marisetty 
doesn't explicitly disclose that determining of the availability of at least a portion of the 
updated firmware by comparing the present time to the -limited time ability comprises: 

-reading the present time from a clock from a predetermined source; 

- comparing the present time to the limited time availability expressed as a 
real time. 

However, Edelman, in an analogous environment, discloses that determining of 
the availability of at least a portion of the updated firmware by comparing the present 
time to the limited time ability comprises: 

-reading the present time from a clock from a predetermined source 
33:1-3, "The license data may include a licensing medium expiration date (i.e. time) 
determined by a configurable time period during which the licensing medium is valid"), 

- comparing the present time to the limited time availability expressed as a 
real time 33:1-3, "The license data may include a licensing medium expiration date 
(i.e. real time) determined by a configurable time period during which the licensing 
medium is valid"), 

Therefore, it would have been obvious to a person of ordinary skill in the art, at 
the time the invention was made, to incorporate the teachings of Edelman into the 
system of Marisetty to have determining of the availability of at least a portion of the 
updated firmware by comparing the present time to the limited time ability comprises: 

-reading the present time from a clock from a predetermined source; 
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- comparing the present time to the limited time availability expressed as a 
real time. The modification would have been obvious because one of ordinary skill in 
the art would have wanted to prevent unauthorized access to the software. (Edelman, If 
2:1-3). 

As per claim 8, the rejection of claim 7 is incorporated, and further Marisetty 
doesn't explicitly disclose that the predetermined source is a real time source . 

However, Edelman, in an analogous environment, discloses that the 
predetermined source is a real time source (% 33:1-3, "The license data may include 
a licensing medium expiration date determined by a configurable time period (i.e. 
predetermined real time source) during which the licensing medium is valid"). 

Therefore, it would have been obvious to a person of ordinary skill in the art, at 
the time the invention was made, to incorporate the teachings of Edelman into the 
system of Marisetty to have a the predetermined source is a real time source. The 
modification would have been obvious because one of ordinary skill in the art would 
have wanted to prevent unauthorized access to the software. (Edelman, ^ 2:1-3). 

As per claim 9, the rejection of claim 7 is incorporated, and further Marisetty 
doesn't explicitly disclose that the predetermined source is an internet time source. 

However, Edelman, in an analogous environment, discloses that the 
predetermined source is an internet time source (% 67:9-11, "The client program 
may communicate with ... (an) Internet (time source)"). 
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Therefore, it would have been obvious to a person of ordinary skill in the art, at 
the time the invention was made, to incorporate the teachings of Edelman into the 
system of Marisetty to have the predetermined source is an internet time source. 
The modification would have been obvious because one of ordinary skill in the art would 
have wanted to prevent unauthorized access to the software. (Edelman, 2:1-3). 

As per claim 10, the rejection of claim 6 is incorporated, and further Marisetty 
doesn't explicitly disclose determining of the availability of at least a portion of the 
updated firmware by comparing the present time to the limited time ability comprises: 

- reading the present time from an elapsed time counter; 

- comparing the present time to the limited time availability expressed as a 
total elapsed time. 

However, Edelman, in an analogous environment, discloses that determining of 
the availability of at least a portion of the updated firmware by comparing the present 
time to the limited time ability comprises: 

- reading the present time from an elapsed time counter flj. 33:1-3, The 
license data may include a licensing medium expiration date determined by a 
configurable time period (i.e. an elapsed time counter) during which the licensing 
medium is valid"), 

- comparing the present time to the limited time availability expressed as a 
total elapsed time (% 33:1-3, The license data may include a licensing medium 
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expiration date determined by a configurable time period (i.e. comparing the present 
time to the total elapsed time) during which the licensing medium is valid"). 

Therefore, it would have been obvious to a person of ordinary skill in the art, at 
the time the invention was made, to incorporate the teachings of Edelman into the 
system of Marisetty to have determining of the availability of at least a portion of the 
updated firmware by comparing the present time to the limited time ability comprise: 

- reading the present time from an elapsed time counter; 

- comparing the present time to the limited time availability expressed as a 
total elapsed time. 

The modification would have been obvious because one of ordinary skill in the art would 
have wanted to prevent unauthorized access to the software (Edelman, 2:1-3). 

As per claim 1 1 , the rejection of claim 6 is incorporated, and further Marisetty 
doesn't explicitly disclose that determining of the availability of at least a portion of the 
updated firmware by comparing the present time to the limited time ability further 
comprises: 

- reading the present time from a number of uses counter which counts the 
number of times a portion of the firmware is used; 

- comparing the present time to the limited time availability expressed as a 
total number of uses 
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However, Edelman, in an analogous environment, discloses that determining of 
the availability of at least a portion of the updated firmware by comparing the present 
time to the limited time ability further comprises: 

- reading the present time from a number of uses counter which counts the 
number of times a portion of the firmware is used (Claim 18:1-4, "the license data 
comprises a sequence number that allows the registration authority (to count the) 
number of times that (software has been accessed)"), 

- comparing the present time to the limited time availability expressed as a 
total number of uses (Claim 18:1-4, "the license data comprises a sequence number 
that allows the registration authority (to count the) number of times that (software has 
been accessed)", and % 33:1-3, "The license data may include a licensing medium 
expiration date determined by a configurable time period (i.e. comparing the present 
time to the total number of uses) during which the licensing medium is valid") 

Therefore, it would have been obvious to a person of ordinary skill in the art, at 
the time the invention was made, to incorporate the teachings of Edelman into the 
system of Marisetty to have a determining of the availability of at least a portion of the 
updated firmware by comparing the present time to the limited time ability further 
comprises: 

- reading the present time from a number of uses counter which counts the 
number of times a portion of the firmware is used; 

- comparing the present time to the limited time availability expressed as a 
total number of uses. 
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The modification would have been obvious because one of ordinary skill in the art would 
have wanted to prevent unauthorized access to the software (Edelman, ^ 2:1-3). 

As per claim 12, the rejection of claim 6 is incorporated, and further Marisetty 
doesn't explicitly disclose determining of the availability of at least a portion of the 
updated firmware by comparing the present time to the limited time ability further 
comprises: 

- reading the present time from a counter which counts the number of 
times that a system containing the firmware has been booted since the firmware 
was updated; 

- comparing the present time to the limited time availability expressed as a 
total number of times that the system has booted since the firmware was 
updated. 

However, Edelman, in an analogous environment, discloses that determining of 
the availability of at least a portion of the updated firmware by comparing the present 
time to the limited time ability further comprises: 

- reading the present time from a counter which counts the number of 
times that a system containing the firmware has been booted since the firmware 
was updated (Claim 18:1-4, "the license data comprises a sequence number that 
allows the registration authority (to count the) number of times that (boot software has 
been accessed"), 
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- comparing the present time to the limited time availability expressed as a 
total number of times that the system has booted since the firmware was updated 

(Claim 18:1-4, "the license data comprises a sequence number that allows the 
registration authority (to count the) number of times that (boot software has been 
accessed)", and % 33:1-3, The license data may include a licensing medium expiration 
date determined by a configurable time period (i.e. comparing the present time to the 
total number of uses of boot software) during which the licensing medium is valid") 

Therefore, it would have been obvious to a person of ordinary skill in the art, at 
the time the invention was made, to incorporate the teachings of Edelman into the 
system of Marisetty to have determining of the availability of at least a portion of the ' 
updated firmware by comparing the present time to the limited time ability further 
comprises: 

- reading the present time from a counter which counts the number of 
times that a system containing the firmware has been booted since the firmware 
was updated; 

- comparing the present time to the limited time availability expressed as a 
total number of times that the system has booted since the firmware was 
updated. The modification would have been obvious because one of ordinary skill in 
the art would have wanted to prevent unauthorized access to the software (Edelman, 1j 
2:1-3). 
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6. Claims 17-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Marisetty et al., (Marisetty), U.S. Patent No. 6,754,828 in view of Edelman, U.S. Patent 
Publication No. 2002/0029347, as applied to claim 6 above, and further in view of 
Wadsworth et al., (Wadsworth), U.S. Patent No. 5,701,492. 

As per claims 17, 18 and 20-23, this is a method version of the claimed 
apparatus discussed above, in claims 8 and 10-12 , wherein all claimed limitations have 
also been addressed, as set forth above, except that Marisetty doesn't explicitly 
disclose the use of a shadow RAM. 

However, Wadsworth, in an analogous environment, discloses the use of a 
shadow RAM (col. 11:64, "a shadow RAM (is used)"). 

Therefore, it would have been obvious to a person of ordinary skill in the art, at 
the time the invention was made, to incorporate the teachings of Wadsworth into the 
system of Marisetty and Edelman to use a shadow RAM. The modification would have 
been obvious because one of ordinary skill in the art would have wanted to use shadow 
RAM technology to allow the BIOS to operate faster. 

As per claim 19, Marisetty doesn't explicitly disclose decrypting the data 
corresponding to the new feature and timing information. 

However, Edelman, in an analogous environment, discloses decrypting the 
data corresponding to the new feature and timing information (Claim 10 line 2, 
"decrypting the license data message digest"). 



Application/Control Number: 09/976,993 Page 17 

Art Unit: 2122 

Therefore, it would have been obvious to a person of ordinary skill in the art, at 
the time the invention was made, to incorporate the teachings of Edelman into the 
system of Marisetty and Wadsworth to decrypt the data corresponding to the new 
feature and timing information. The modification would have been obvious because 
one of ordinary skill in the art would have wanted to prevent unauthorized access to the 
software (Edelman, U 2:1-3). 

Conclusion 

7. After October 25, 2004, the examiner can be reached at new telephone number 
(571 ) 272-3697, and the examiner's supervisor, Tuan Q. Dam can be reached on (571) 
272-3695. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andre R. Fowlkes whose telephone number is (703)305- 
8889. The examiner can normally be reached on Monday - Friday, 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Q. Dam can be reached on (703)305-4552. The fax phone number for, 
the organization where this application or proceeding is assigned is 703-872-9306, 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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